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Period for Reply 
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THE MAILING DATE OF THIS COMMUNICATION. 
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Disposition of Clalnns 

4) 5c Claim(s) 23-44 _^ ^ 



4a) Of the above, claim(s) 
5)U Claim(s) 



6)i^ Claim (s) 23-44 

?)□ C!aim{s) 

8)n Claims 



is/are pending in the application. 
_ is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 
9) □ The specification is objected to by the Examiner. 



10)U The drawing(s) filed on 



is/are a) U accepted or b)U objected to by the Examiner, 



Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85{a). 

1 1 )□ The proposed drawing correction filed on is: alH approved blD disapproved by the Examiner, 

If approved, corrected drawings are required in reply to this Office action. 

1 2) ^ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) K Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-{d) or (f). 
a)5c All bin Some* clD None of: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. ^ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) :"] Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
a) -J The translation of the foreign language provisional application has been received. 

15) Z Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 

Attachment(s) 

1 } ^ Notice of References Crted (PTO-892) 4) □ Interview Summan/ (PTO-41 3) Paper No(s). _ _ 

2) ~ Notice of Draftsperson's Patent Drawing Review {PTO-948) 5) _ Notice of Informal Patent Application (PTO-152) 

3 6) Other; 



3) X 



Information Disclosure Statement(s) (PTO-1449} Paper No(s). 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 5 



Application/Control Number: 09/937,086 
Art Unit: 1711 



Page 2 



1. Claims 23-44 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Applicants have failed to specify the type ( weight average or number average) of the 
claimed molecular weights. 

2. Claims 23-44 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Components a) and c) are not mutually exclusive when the molecular weight is 
500.Components d) and e) are not mutually exclusive. It is unclear if either of a) and c) or d) and 
e) can each be satisfied by a single component. 

3. Claims 26 and 28 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 

Applicants have failed to specify a basis for the claimed percent values. 

4. Claims 39 and 40 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 

The term, ''high molecular weight polyurethane", is subjective language. It is unclear what 
constitutes a high molecular weight. 
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5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States, 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

6. Claim 23 is rejected under 35 U.S.C. 102(b) as being anticipated by Gaa et al. ('873). 
Patentees disclose polyurethane solutions derived from the reaction of reaction 

constituents which correspond to applicants' claimed reactants. See abstract 
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and columns 3-25. Patentees additionally disclose that the polyurethanes may be produced in the 
form of aqueous dispersions, and that they may be used as coatings for a wide variety of 
substrates. 

7. Claims 24-3 5 and 37-42 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Gaaetal. ('873). 

As aforementioned, patentees disclose the production of polyurethanes, wherein reactants 
are used which correspond to applicants' claimed reactants, including monofunctional and 
polyfunctional alkoxysilanes and active hydrogen containing compounds which further contain 
hydrophilic groups. Though patentees are largely silent with respect to applicants' claimed 
percent values, the position is taken that such values are broadly encompassed within the 
teachings of the reference and that it would have been obvious to tailor the quantities of the 
components, so as to arrive at the instant invention. It has been held that it is obvious to adjust or 
manipulate a result effective variable, and the selection of the claimed percent value ranges is 
considered to fall within the purview of this holding. 

8. Claim 36, 43, and 44 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Gaa 
et al. (-873) as applied to claims 24-35 and 37-42 above, and further in view of EP 831,108 and 
GB 1,474,105. 

As aforementioned, the teachings of Gaa et al. are considered to render the subject matter 
of claims 24-35 and 37-42 prima facie obvious; however, the primary reference is silent regarding 
the aspartate based alkoxysilane component of claim 36 and the use the composition to coat 
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textiles, as set forth within claims 43 and 44. However, aspartate based alkoxysilanes were 
known end capping agents for polyurethanes at the time of invention. EP 83 1 ,1 08 disclose that 
the use of these end capping agents yields polymers having improved elongation and tensile 
strength. Therefore, it would have been obvious to incorporate these alkoxysilane reactants 
within the teachings of Gaa et al., so as to arrive at the instant invention. Furthermore, GB 
1,474,105 disclose that alkoxysilane polyurethane compositions are useful for treating textiles. 
See page 1 . In view of this disclosure, it would have been obvious to utilize the similar 
compositions of Gaa et al, as coatings for textiles. 



Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (703) 308-2982. 
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